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Commissioner for Patents 

P.O. Box 1450 

Alexandria, V A 22313-1450 



Art Unit 1652 



Re: U.S. Utility Patent Application 

Appl. No. 09/677,574; Filed: October 3, 2000 

For: High Fidelity Polymerases and Uses Thereof 

Inventors: Yang etal 

Our Ref: 0942.4500004/BJD/HCC 



Sir: 



Transmitted herewith for appropriate action are the following documents: 

1. Form PTO-2038 Credit Card Payment Form for $180.00 to cover: 
$180.00 Information Disclosure Statement Submission; 



2. Fee Transmittal Form (PTO/SB/27); 

3. Fourth Supplemental Information Disclosure Statement; 

4. Form PTO-1449 (6 pages citing 24 documents); 

5. 24 documents cited in Form PTO-1449 attached; and 



6. One (1) return postcard. 

It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. In the event that extensions of time are 
^\ necessary to prevent abandonment of this patent application, then such extensions of time are 

hereby petitioned. 



Sterne, Kessler, Goldstein & Fox p.llc. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f 202.371.2540 : www.skgf.com 
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Commissioner for Patents 
December 17, 2003 
Page 2 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. 

Respectfully submitted, 

Sterne, Kessler, Goldstein & Fox p.l.l.c. 

Helene C. Carlson 
Agent for Applicants 
Registration No. 47,473 

HCC/SJE/lam 
Enclosures 

209863.1 
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Attorney Docket No. 
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Shuwei Yang 



Hutson, Richard G. 
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METHOD OF PAYMENT (check all that apply) 
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50 Processing fee under 37 CFR 1 .17(q) 


1806 
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40 


8021 


40 Recording each patent assignment per 
property (times number of properties) 


1809 


770 


2809 
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(37 CFR 1.129(a)) 


1810 


770 


2810 


385 For each additional invention to be 
examined (37 CFR 1.129(b)) 




1801 


770 


2801 


385 Request for Continued Examination (RCE) 


1802 


900 
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900 Request for expedited examination 
of a design application 
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Telephone (202)371-2600 



Signature 



Date 



WARNING: Information on this form may become public. Credit card information should not 
be included on this form. Provide credit card information and authorization on PTO-2038. 

This collection of information is required by 37 CFR 1 .17 and 1.27. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on 
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 
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PATENT AND 



TRADEMARK OFFICE 



In re application of: 

Yang et al. 
Appl.No. 09/677, 51 r 4 



Confirmation No. 1982 



Art Unit: 



1652 



Examiner: Hutson, R.G. 



Filed: October 3, 2000 



Atty. Docket: 0942.4500004/BJD/HCC 



For: High Fidelity Polymerases and 
Uses Thereof 



Fourth Supplemental Information Disclosure Statement under 

37 C.F.R. § 1.97(b) 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Listed on accompanying Form PTO-1449 are documents that may be considered 
material to the examination of this application, in compliance with the duty of disclosure 
requirements of 37 C.F.R. §§ 1.56, 1.97 and 1.98. The numbering on this Fourth 
Supplemental Information Disclosure Statement is a continuation of the numbering in 
Applicants 1 Third Supplemental Information Disclosure Statement filed on 
November 14, 2002, in connection with the above-captioned application. A copy of each 
document is also provided. 

In accordance with 37 C.F.R. § 1.98(a)(3), Applicants' undersigned representative 
submits the following discussion of the relevance of the non-English language 
documents AP6 and AL7 cited on Form PTO 1449: 

Document AP6 is in the Japanese language. An unverified English language 
abstract of document AP6 is attached as document AS49. 

Document AL7 is in the Japanese language. An unverified English language 
abstract of document AL7 is attached as document AT49. 



Sir: 



IE/ 16/2003 HGEBREH1 00000047 09677574 



01 FC:1806 



180.00 OP 



- 2 - Yang et al. 

Appl. No. 09/677,574 

The Examiner's attention is directed to the following application: 
U.S. Application No. 09/236,616, Hughes et al, filed January 26, 1999 
(Document AR51); which is directed to related technical subject matter. The 
identification of this U.S. Patent Application is not to be construed as a waiver of secrecy 
as to those applications now or upon issuance of the present application as a patent. The 
Examiner is respectfully requested to consider the cited applications and the art cited 
therein during examination. 

Where the publication date of a listed document does not provide a month of 
publication, the year of publication of the listed document is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the month of publication is 
not in issue. Applicants have listed publication dates on the attached PTO-1449 based on 
information presently available to the undersigned. However, the listed publication dates 
should not be construed as an admission that the information was actually published on 
the date indicated. 

Applicants reserve the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may 
not be prior art, and/or to prove that this information may not be enabling for the 
teachings purportedly offered. This statement should not be construed as a representation 
that a search has been made, or that information more material to the examination of the 
present patent application does not exist. 

This Information Disclosure Statement is being filed after the mailing date of the 
first Office Action after the filing of a request for continued examination. 

Attached is our PTO-2038 Credit Card Payment Form in the amount of $180.00 
in payment of the fee under 37 C.F.R. § 1.1 7(p). 



- 3 - Yang et al 

Appl. No. 09/677,574 

Consideration of the cited documents and making the same of record in the 
prosecution of the above-identified application is respectfully requested. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee 
deficiency, or credit any overpayment, to our Deposit Account No. 19-0036. 

Respectfully submitted, 

Sterne, Kessler, Goldstein & Fox p.l.l.c. 

Helene C. Carlson 
Agent for Applicants 
Registration No. 47,473 

Date: 1^//?/^ 

1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202) 371-2600 

198024.1 
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ATTY. DOCKET NO. 
0942 .4 500004/BJD/HCC 



APPLICATION 
09/677, 574 



NO. 



APPLICANT 
Yang et al . 



FILING DATE 
October 3, 2000 



GROUP 
1652 



U.S. PATENT DOCUMENTS 



EXAMINER 
INITIAL 




DOCUMENT NUMBER 


DATE 


NAME 


CLASS 


SUB-CLASS 


FILING DATE 




AA5 


5, 322, 785 


06/21/1994 


Comb et al . 






04/17/1991 




AB5 


5, 939, 301 


08/17/1999 


Hughes, Jr. et al. 






10/02/1995 




ACS 


5, 948, 614 


09/07/1999 


Chatter j ee 






09/06/1996 




ADS 


6, 017, 745 


01/25/2000 


Minkley, Jr. 






03/30/1995 




AE5 


6, 077, 664 


06/20/2000 


Slater et al. 






05/31/1996 




AF5 


6,444,424 Bl 


09/03/2002 


Chatter jee et al . 






01/26/1999 




AGS 


6,506,560 Bl 


01/14/2003 


Hughes et al . 






01/28/1999 




AH 5 


2003/0027296 Al 


02/06/2003 


Chatter j ee 






01/13/1999 




AI 
















AJ 
















AK 















FOREIGN PATENT DOCUMENTS 



EXAMINER 
INITIAL 



DOCUMENT NUMBER 



DATE 



COUNTRY 



CLASS 



SUB -CLASS 



TRANSLATION 



AL 



Yes 
No 



AM 



Yes 
No 



AN 



Yes 
No 



AO 



Yes 
No 



AP6 



JP 5-506364 



09/22/1993 Japan 



Yes 
No 



OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 



AR 



AS 



46 



Childers, S.E. et al . , "Improved Methods for Cultivation of the Extremely 
Thermophilic Bacterium Thermotoga neapol i tana , " Appl . Environ. Microbiol. 
55:3949-3953, American Society for Microbiology (1992) 



AT 



46 



Ishino, Y., et al . , "Amino Acid Sequence Motifs Essential to 3'-> 5' 
Exonuclease Activity of Escherichia coli DNA Polymerase II," J. Biol. Chem. 
269:14655-14660, The American Society for Biochemistry and Molecular Biology, 
Inc. (1994) 



EXAMINER 


DATE CONSIDERED 


EXAMINER: Initial if reference considered, whether or not citation 
Draw line through citation if not in conformance and not considered, 
next communication to Applicant. 


is in conformance with 
Include copy of this 


MPEP 
form 


609 . 
with 



: :ODMA\MHODMA\SKGF_DCl; 19734 2; 1 
SKGF Rev. 1/95 
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" \ » j?| FORM PTO-1449 

^ s/ 

FOURTH S^PLEMENTAL INFORMATION DISCLOSURE 


ATTY. DOCKET NO. 

0 942 .450 0004/BJD/HCC 


APPLICATION NO. 
09/677 , 574 


APPLICANT 
Yang et al . 


V%K. t^JSr STATEMENT 


FILING DATE 
October 3, 2000 


GROUP 
1652 


U.S. PATENT DOCUMENTS 


EXAMINER 
INITIAL 




DOCUMENT NUMBER 


DATE 


NAME 


CLASS 


SUB -CLASS 


FILING DATE 




AA 
















AB 
















AC 
















AD 
















AE 
















AF 
















AG 
















AH 
















AI 
















AJ 
















AK 














FOREIGN PATENT DOCUMENTS 


EXAMINER 
INITIAL 




DOCUMENT NUMBER 


DATE 


COUNTRY 


■ CLASS 


SUB -CLASS 


TRANSLATION 




AL7 


JP 6-500020 


01/06/1994 


Japan 






Yes 
X No 




AM 












Yes 
No 




AN 












Yes 
No 




AO 












Yes 
No 




AP 












Yes 
No 


OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 




AR 


47 


Maniatis, T., et al . , eds . , "Large Fragment of DNA Polymerase I (Klenow 
fragment) ," in: Molecular Cloning, A Laboratory Manual, Cold Spring Harbor 
Laboratory Press, Cold Spring Harbor, NY, pp. 114 (1982) 




AS 


47 


Modak, M.J., et al . , "Purification and Properties of Rauscher Leukemia Virus 
DNA Polymerase and Selective Inhibition of Mammalian Viral Reverse 
Transcriptase by Inorganic Phosphate," J". Biol. Chem. 252:11-19, American 
Society for Biochemistry and Molecular Biology (1977) 




AT 


47 


Reeve, M.A. and Fuller, C.W., "A novel thermostable polymerase for DNA 
sequencing," Nature 376 -.196-191 , Nature Publishing Company (1995) 


EXAMINER 


DATE CONSIDERED 


EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. 
Draw line through citation if not in conformance and not considered. Include copy of this form with 
next communication to Applicant. 
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APPLICATION NO. 
09/677 , 574 


APPLICANT 
Yang et al . 
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STATEMENT 


FILING DATE 
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U.S. PATENT DOCUMENTS 
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AE 
















AF 
















AG 
















AH 
















AI 
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FOREIGN PATENT DOCUMENTS 
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INITIAL 




DOCUMENT NUMBER 


DATE 
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CLASS 


SUB -CLASS 


TRANSLATION 




AL 












Yes 
No 




AM 












Yes 
No 




AN 












Yes 
No 




AO 












Yes 
No 




AP 












Yes 
No 


OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 




AR 


48 






AS 


48 


Sigma Chemical Company, in: Biochemicals Organic Compounds for Research and 
Diagnostic Reagents," Sigma Chemical Company, St. Louis, MO, p. 484 (1993) 




AT 


48 


Sninsky, J., et al . , " UlTma DNA Polymerase: The Only Proofreading Enzyme 
Guaranteed for PCR, " Amplifications 11:12-13, 16-19, Perkin Elmer (1993) 


EXAMINER 


DATE CONSIDERED 


EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. 
Draw line through citation if not in conformance and not considered. Include copy of this form with 
next communication to Applicant. 
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/ FOURTH SUPPLEMENTAL INFORMATION DISCLOSURE 


ATTY. DOCKET NO. 

0 942 . 4 500 0 04/BJD/HCC 


APPLICATION NO. 
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APPLICANT 
Yang et al . 






STATEMENT 


FILING DATE 
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FILING DATE 
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AO 
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AP 












Yes 
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OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 



AR 



49 



Tabor, S. and Richardson, C, "Engineering of New DNA Polymerases for DNA 
Sequencing, " Summary of Slide Data and Poster Presentation at DOE Human Genome 
Workshop, 4 5 pages (1994) 



AS 



49 



Dialog File 351, Accession No. 9023511, WPI English language abstract for JP 5- 
506364 (Document AP6) 



AT 



49 



Dialog File 351, Accession No. 8969630, 
5 0002 0 (Document AL7) 



WPI English language abstract for JP 6 - 



EXAMINER 



DATE CONSIDERED 



EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. 
Draw line through citation if not in conformance and not considered. Include copy of this form with 
next communication to Applicant. 
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ATTY. DOCKET NO. 
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APPLICATION NO. 
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Yang et al . 






I STATEMENT 
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AP 
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OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 
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Copy of International Search Report for International Application No. 
PCT/US95/12358 , mailed March 14, 1996, European Patent Office, Netherlands 



AS 



50 



Copy of International Search Report for International Application No. 
PCT/US96/14189, mailed November 26, 1996, European Patent Office, Netherlands 



AT 
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Copy of Supplementary Partial European Search Report for European Application 
No. 96 93 3753, mailed June 18, 2002, European Patent Office, Netherlands 
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next communication to Applicant. 
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